THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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ELLI'S, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 3 and
4, the only clainms pending in the application.
As a prelimnary matter we note the statement on p. 3 of the

appellant’s Brief that the clains stand or fall together. 37 CFR

! Application for patent filed Decenmber 21, 1993. According
to the appellant, this application is a division of Application
07/ 996, 311, filed Decenber 23, 1992, now abandoned.
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§ 1.192(c)(5)(1994); now 37 CFR 8 1.192(c)(7). Accordingly, for
pur poses of this appeal, we will consider the issues as they
apply to representative claim3, which reads as foll ows:

3. A process for preparing a tertiary phosphi ne which
conprises: heating a phosphine dihalide in the presence of
silicon powder at a tenperature of from 100 to 300EC to reduce
t he phosphine dihalide to the tertiary phosphi ne.

The references relied on by the exam ner are:

Silicon Monoxide, Merck Index (Merck and Co., Rahway, NJ), 9th
ed., p. 1099 (1976).

Nat ol i 1, 259, 883 Feb. 01, 1968
(German Patent)

Claims 3 and 4 are rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Natoli? in view of Merck.

W reverse.

The exam ner predicates his conclusion of obviousness on
Natoli, a German patent application which discloses a nethod of
reduci ng a phosphine dihalide to a tertiary phosphine in the
presence of a nmetal such as alum num and Merck which states that
silicons may be used “[a]s a reducing agent like alum numin high
tenp[erature] reactions.” Merck, p. 1099, col. 1. The exam ner

concludes on p. 4 of the Answer that

2 Qur decision is based on a certified copy of the Gernan
patent application, which is of record in the file.
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one of ordinary skill in the art would have been notivated

to utilize the “high tenperature” reduci ng agent of Merck,

namely silicon, in the high tenperature reduction reaction
of Natoli in place of the alum num di sclosed therein to
obtain the instant results of appellants. This notivation
is derived fromthe reasonabl e expectation that the desired
reduction of the phosphine dihalide to tertiary phosphine
woul d result in the process of Natoli when using the silicon
reduci ng agent of Merck and especially because Merck
specifically suggests the equival ence of alum num used by

Natoli, and silicon as “reducing agent(s).”

We find the exam ner’s position untenable.

In order to establish a prima facie case of obviousness, the
exam ner has the initial burden of denonstrating that it would
have been obvious to one of ordinary skill in the art to
substitute a nmetal, such as alum num for the nonnetal, silicon
in the nethod of reducing a phosphine dihalide to a tertiary
phosphi ne described by Natoli. Here, the exam ner has not net
t hat burden

In the case before us, the exam ner has not established,

t hrough the use of factual evidence, or sound scientific
reasoning, that it would have been obvious to those of ordinary
skill in the art to enploy silicon in the reaction disclosed by
Natoli. For exanple, the exam ner has not provided any reasons
as to why it would have been obvious to use the non-netal
silicon, when Natoli requires the use of (i) nmetals such as zinc,

manganese, al um num and magnesi um preferably alum num and (ii)



Appeal No. 95-2074
Application 08/ 170, 985

a netal which has a redox potential of -0.75 to -2.5V. Natoli,
p. 5 the penultimate sentence. Rather, we find unsupported

al I egations, throughout the Answer, that a single phrase in

Mer ck, ® woul d have notivated one of ordinary skill in the art to
enploy silicon in the type of reaction taught by Natoli, and that
such persons woul d have had a reasonabl e expectati on of success
in obtaining the clained results.

The appellant, on the other hand, has at |east provided sone
evi dence that the phrase in Merck upon which the exam ner relies
so heavily, refers to use of silicon as a reducing agent in the
metal lurgical industry and at tenperatures which greatly exceed
the clainmed 300EC [imtation. The exam ner has m sunderstood the
appel l ant’ s argunent and, consequently, incorrectly dism ssed
this evidence as being irrelevant. However, we find froma fair
readi ng of the appellant’s evidence that it indicates that
referenced phrase in Merck woul d not necessarily have suggested
to one of ordinary skill in the art, the interchangeability of
al um num and silicon in the clained nethod. Mreover, the only

suggestion on this record for the use of silicon in the reduction

3 Merck states that silicon may be used “[a]s a reducing
agent like alum numin high tenp reactions.” Merck, p. 1099.
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of a phosphine dihalide to a tertiary phosphine that we find is
in the appellant’s specification. Accordingly, in our opinion,
the exam ner has relied on inperm ssible “hindsight” to arrive at
t he conclusion that the clainmed invention is obvious over the
applied prior art. Inre Fritch, 972 F. 2d 1260, 1266, 23 USPQRd
1780, 1784 (Fed. Cr. 1992); Interconnect Planning Corp. v. Feil,
774 F.2d 1132, 1138, 227 USPQ 543, 547 (Fed. Cir. 1985) (“It is
i nperm ssi ble to engage in hindsight reconstruction of the
clainmed invention, using the applicant’s structure as the

tenpl ate and selecting elenents fromthe references to fill the

gaps”). Accordingly, the rejection is reversed.
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The decision of the exam ner i s reversed.

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
CHUNG K. PAK

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JOAN ELLI S
Adm ni strative Patent Judge

N N N N N N N N N N N N N



Appeal No. 95-2074
Application 08/ 170, 985

KElI L & WEI NKAUF
1101 Connecti cut Avenue, N W
Washi ngt on, DC 20036



